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DETAILED ACTION 

(1) 

Election/Restrictions 

Applicant's election with traverse of Group II, claims 13-30 in the paper filed April 26, 
2004 is acknowledged is acknowledged. 

The traversal is on the ground(s) that the assertion that the apparatus as claimed can be 
used to manufacture non-optical articles such as safety rupture disks for small vessels is 
untenable. This conclusion is based upon the applicant's contention that non-elected apparatus 
claim 1, as amended (which is "adapted" for making optical lenses), would not suitable for 
forming a safety rupture disk as the heat transfer means adapted to a thermoplastic material lens 
would be too large for the manufacture of a safety rupture disk. 

Not withstanding the lack of real evidence to support this contention, the examiner 
respectfully submits that the restriction is proper and further submits that the "adapted" language 
added to claim 1 by the amendment filed April 26, 2004 would not place any structural 
limitations on the claimed apparatus. Rather, the apparatus as claimed could be used to practice 
and another and materially different process such as the manufacture of optical discs. See, e.g., 
U.S. Patent No. 5,376,317 to Maus et al. at column 4, lines 44-53. As such, the applicant's 
arguments are not persuasive and the restriction requirement is made FINAL. 

(2) 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim 13 is rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 
4,541,534 toGrendol. 

Regarding applicant claim 13 , Grendol. disclose a method of hot-forming a thermoplastic 
lens comprising the steps of: 
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(1) Providing a mold comprising two dies 59,60 slidably mounted in a sheath 54,55 and 
capable of sliding along the axis thereof, wherein the dies 59,60 form a transverse forming face 
facing the other to define a molding cavity 86 and further wherein the sheath 54,55 and dies 
59,60 are provided with built-in (intrinsic) heating/cooling means (Figure 4, column 3, line 54 to 
column 6, line 37; column 6, lines 38-49); 

(2) Heating the sheath 54,55 and dies 59,60 to a molding temperature via the built-in 
heating/cooling means (column 6, lines 41-49); 

(3) Placing an unformed mass of thermoplastic material, i.e., a parison, between the two 
dies 59,60 and the enclosing sheath 54,55 (column 5, lines 18-53); 

(4) Moving the dies 59,60 toward one another to shape the material by plastic 
deformation until a predetermined relative position is reached corresponding to the thickness 
desired for the lens (column 5, line 54 to column 6, line 3; column 6, lines 4-16); 

(5) Cooling the sheath 54,55 and dies 59,60 via the built-in heating/cooling means 7,8,9 
to an unmolding temperature (column 6, lines 46-49); and 

(6) Removing the finished lens from the mold (column 6, lines 58-60). The method of 
Grendol is further illustrated by the figure below: 




FIG. 4 
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(3) 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 4,541,534 to Grendol. 

Although Grendol discloses that a vacuum exhaust may be applied to the cavity 86 prior 
to the point at which the dies 59,60 are moved toward one another (column 6, lines 44-46), he 
does not specifically disclose, as per applicant claim 20 , that the suction nozzle passes through 
the sheath 54,55 nor does he specifically disclose the degree of vacuum pulled, as set forth in 
a pplicant claims 21 and 22 . 
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Nonetheless, the skilled artisan would have been appreciative of the fact that the vacuum 
suction line must pass at some point through the sheath 54,55, motivated by the fact that there 
would be no other practical point from which to align a vacuum port given the fact that the only 
remaining point would be at the die faces which would be impractical as such would form sprues 
at the lens faces. Finally, the claimed vacuum parameters set forth in applicant claims 21 and 22 
would have been the result of routine experimentation by one of ordinary skill in the art taking 
into consideration of the molding pressure utilized, the rheology of the thermoplastic as it is 
molded, the rate of the molding process and the volume of the molding cavity to be evacuated. 

(4) 

Claims 14-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 4,541,534 to Grendol in view of U.S. Patent No. 5,376,317 to Maus et al. 

Although Grendol discloses that the molds and sheath may be heated before placement of 
the moldable thermoplastic mass and also cooled during the unmolding process, they do not 
specifically disclose the temperature parameters set forth in applicant claims 14-19 . 

Maus et al., however, also drawn to methods for the formation of molded thermoplastic 
lenses discloses a mold comprising two dies 6 mounted in a sheath 4,5 and wherein the dies 6 
form a transverse forming face facing the other to define a molding cavity 13 and further wherein 
the sheath 4,5 and dies 6 are provided with built-in (intrinsic) heating/cooling means 7,8,9 
(Figure 1, column 7, line 20 to column 8, line 29). The invention of Maus et al. is illustrated 
below: 
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Specifically regarding applicant claims 14 and 15 , Maus et al. disclose that prior to the 
introduction of the moldable thermoplastic material, the dies 6 and sheath 4,5 are preheated to a 
temperature in excess of the T g of the thermoplastic material to be molded. They also teach that 
when polycarbonate is molded (having a T g of 296°F) the dies and sheath are heated to a 
temperature of 380°F, which is a temperature difference above the T g of 84°F. 

Specifically regarding applicant claims 17 and 18 , Maus et al. disclose that during the 
unmolding step, the temperature of the dies 6 and sheath 4,5 are cooled below the T g of the 
thermoplastic material being molded. They also teach that it is known in the prior art for 
polycarbonate (having a T g of 296°F) the dies and sheath are cooled to a temperature of 240- 
264°F, which is a temperature difference below the T g of 32 to 56°F (column 10, lines 52-68). 

It would have been obvious to one of ordinary skill in the art at the time of invention to 
utilize the heating and cooling parameters of Maus et al. in the method of Grendol motivated by 
the fact that Grendol teaches that it will be appreciated that the times, temperature and forces 
utilize during molding may be varied (column 6, lines 50-51) and furthermore by the fact that 
Maus et al. disclose that the heating of the mold dies and sheath above the T g of the thermoplastic 
material being molded retards the solidification during placement of the moldable material in the 
mold cavity and also minimizes knit-lines and weld-lines in the molded lens (column 4, line 54 
to column 5, line 5). 

Finally, although Maus et al. do not specifically disclose the specific temperature 
differentials set forth in applicant claims 16 and 19 , the claimed temperature differentials would 
have been the result of routine experimentation by one of ordinary skill in the art taking into 
consideration of the teachings of Maus et al. who disclose that the actual temperature 
differentials are dependent upon the material being molded (column 4, line 54 to columns, line 
5; column 5, lines 27-39). 

(5) 

Claims 25-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 4,541,534 to Grendol in view of U.S. Patent No. 6,180,033 to Greshes. 

Although Grendol discloses the overall method for the formation thermoplastic lenses by 
molding, he does not specifically disclose, as per applicant claims 25-29 , the application of 
surface films to the moldable thermoplastic lens materials during molding. 
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Greshes, however, also drawn to methods for the formation of thermoplastic lenses 
through heated/cooled molding dies acting upon a mass of moldable thermoplastic material 
placed there between, disclose methods for making in situ a coated or multi-coated lens by 
molding (Figures 9 and 12-16; column 1, lines 21-38). 

Regarding applicant claims 25-29 , Greshes disclose that a laminated or coated film(s) 
having the properties of a photochromaticism, polarization, and/or tint and color, are placed on 
either side of a perform disposed between a first and second molding dies. Greshes disclose that 
the molds are then closed around the single and/or multilayer films and perform to shape the 
preform and films in the form of a lens after which the dies are retracted and the lenses, with the 
film or films bonded (welded) thereto, are removed (column 14, line 6 to column 16, line 24). 
The method of Greshes is illustrated below: 




It would have been obvious to one of ordinary skill in the art at the time of invention to 
utilize the methods of Greshes for the application of surface films to the moldable thermoplastic 
lens materials during molding motivated by the that Grendol discloses that the molded lenses 
may be coated with functional coatings (such as for scratch resistance) or colorings (column 6, 
lines 58-64) after molding and furthermore by the fact that Greshes discloses that application of 
the functional coating film layers or coatings during molding, as opposed to post-molding as 
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taught by Grendol, enables a more efficient production of functionally coated lenses as opposed 
to the post-molding or mold casting processes taught in the prior art (column 1, line 21 to column 
3, line 9). 

(6) 

Claims 24 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 4,541,534 to Grendol in view of U.S. Patent No. 5,458,820 to Lefebvre. 

Grendol discloses the overall method for the formation thermoplastic lenses by molding, 
followed by the post-treatment of the lens by coating functional, such as scratch-resistant or 
coloring, layers thereon. He does not, however, specifically disclose, as per applicant claim 24 , 
the formation of functional layers on the material forming the lens prior to molding, or, as per 
applicant claim 30 , the application of a functional coating layer on one of the mold dies which is 
transferred to the lens molding material during molding. 

Nonetheless, it would have been obvious to one of ordinary skill in the art at the time of 
invention, as per applicant claim 24 , to apply a functional coating onto the material to be molded 
motivated by the fact that Lefebvre, also drawn to methods for the formation of thermoplastic 
lenses through heated/cooled molding dies acting upon a mass of moldable thermoplastic 
material placed there between, discloses that such a methodology is well known in the art 
(column 1, lines 47-60). 

It would have also been obvious to one of ordinary skill in the art at the time of invention, 
as per applicant claim 30 , to provide a functional coating layer on one of the mold dies of 
Grendol which is transferred to the lens molding material during molding, motivated by the fact 
that Lefebvre discloses that such a method, a.k.a. in-mold coating, is a known method and is 
especially applicable to lens molding methodologies because is provides a single-step process 
which yields good adherence between two constituents (the lens and the coating) of different 
kinds while minimizing the risk of tension stresses in the interface between them (column 2, line 
15 to column 3, line 27; column 4, line 7 to column 6, line 34). The method of Lefebvre is 
illustrated below 
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(7) 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
4,541,534 to Grendol in view of U.S. Patent No. 4,647,261 to Schaffiier. 

Although Grendol discloses the overall method for the formation thermoplastic lenses by 
molding, he does not specifically disclose, as per applicant claim 23 , that the mold includes a 
trimming ring capable of slidably cutting any flash from the molded lens after molding is 
completed. 

Nonetheless, it would have been obvious to one of ordinary skill in the art at the time of 
invention to provide the method of Grendol with such a trimming ring motivated by the fact that 
such trimming rings and punches are well known in the art for removing flash and sprues 
introduced into the molded article by the molding process. See, for example, the trimming means 
6 utilized by Asai in his optical article molding method which is nested in one mold die and 
which is slidably projected against a periphery (inner) of the molded article to remove the 
molding sprue (a form of flashing) from the article (Figure 1; column 2, line 63 to column 3, line 
6). 

(8) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerry A Lorengo whose telephone number is (571) 272-1233. 
The examiner can normally be reached on Monday through Friday, 8:30 A.M. to 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached on (571) 272-1187. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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